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REMARKS 

Entry of this Amendment is proper because is nairows the issues on appeal and does not 
require further searching by the Examiner. 

Claims 1-21 are all the claims presently pending It* the application. Claims 1, 12, 17 and 

18 have been amended. 

It is noted that the claim amendments are made only for more particularly pointing out the 
invention, and not for distinguishing the invention over the prior art. narrowing the claims or for 
any statutory requirements of patentability. Further. Applicant specificaUy states that no 
amendment to any claim herein should be construed aa a disclaimer of any interest in or right to 
an equivalent of any element or feattire of the amended claim. 

Claims 1, 2, 4. 5, 7 and 8 stand rejected under 35 U.S.C. § 102(e) as being allegedly 
anticipated by Bernstein etal.(U. S. Patent No. 6,970.189). Qaims 3, 6 and 19 stand rejected 
under 35 U.S.C § 1 03(a) as being aUegedly unpatentable over Bernstein in view of Ho et al. (U. 

S. Patent No. 6,967,675). 

Claim 9 stands rejected under 35 U.S.C. § 103(a) as being allegedly unpatentable over 
Bemstein in view of Biusewitz et al. (U. S. Patent No. 6,384.862), Chdm 10. U and 12 stands 
rejected under 35 U.S.C. § 103(a) as being allegedly unpatentable over Bernstein in view of 
Yoshidaet al. (U. S. Patent No. 6,307,591). 

Claims 12. 14-18 and 20 stand rejected under 35 U.S.C § 103(a) as being allegedly 
unpatentable over Bernstein in view of Mattes (U. S. Patent No. 6.038.295). Oaim 13 stands 
rejected under 35 U.S.C, § 103(a) as being allegedly unpatentable over Bernstein in view of 
Mattes and Ito. 

These rejections are lespectfiiUy traversed in view of the following discussion. 

1. THE CLAIMED INVENTION 

An exemplary aspect of the claimed invention (e.g., as recited in claim X) is directed a 
portable device which includes a recording device which records, in a recording medium, an 
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image to be transinitted to a server via a communication device, the server providing image 
service and transmitting service information about the image service to ttie communication 
device in response to a user input to the communication device. The portable device also 
includes a service information input device which inp^ats, from the communication device, 
service information about the image service provided by the server. The recording device 
records the image in the recording medium based on the service infonnation. 

Importantly, the service information i ncludes information transmitted fiiom the server to 
the communication device b ased on a user input to the communipfttiQl^ device (Application 
Figures 4 and 7; page 1 1 , line 28-page 12, line 20). 

Conventionally, uploading an image from a camera to a service server (e.g-, for printing 
or distribution of the image) via a mobile phone, takes a long time and since the communication 
speed b^een the camera and the phone is l^ically differmt from the transferring speed 
between the phone and the service server, management of communication is complicated 
(Application at page 2, line 20-page 3, line 7). 

In an exemplary aspect of the claimed invention, on the oth«r hand, a portable device 
includes a recording device that records an image in the recording medium based on service 
infonnation which includes infortio ation transmitted from the server to the commwiiffftflQfl ^evjce 
based on a user input to the communication device (Application Figures 4 and 7; page 1 1, line 
28-page 1 2, line 20). This may help to allow the portable device to readily record an image 
which is automatically changed in size or compressibility according to obtained service 
infonnation, at high speed, and helps to aUow the mobile phone to readily transmit an image 
meeting a request of the server at high speed (Application at page 17, lines 4-30). 

IT. THE ALLEGED PRIOR ART REFERENCES 
A. Bernstein 

The Examiner alleges that Bemstein teaches the claimed invention of claims 1, 2, 4, 5» 7 
and 8, and makes obvious the invention of claim 9. Applicant submits however, that there are 
feanures of the claimed invention that are not taught or suggested by Bemstein. 



PAGE 1Q/1S * RCVD AT 8/24/2007 5:26:55 PM [Eastern Daylight Time] ' SVR:USPTO-EFXRF-3/10 ' DNIS:2738300 ' CSID:7037612376 " DURATION ([nm-ss):04-24 



08/24/2007 17:17 7037612376 



MCGINN IPLAW GROUP 



PAGE 



11/15 



Serial No. 10/057,919 10 

Docket No. FJ-2001-039-US 

MAS.OU 

Bernstein discloses a system for automatically configuring a hand-held camera. Tbe 
syst^ includes a camera 22» at^d a photo op transceiver 20 which pushes N camera setting 
parameters to automatically configure the camera 22 for capturing a photo of a subject 34 
(Bernstein at col 5, lines 42-52). 

However, Bernstein does not teach or suggest a portable device (e.g,, a camera) including 
a recording device which records an image in the recording medium based on service information 
which includes infoimation transmitted from a server to a communication device based on a user 
input to the communication device, as recited, for example* in claim 1 (Application Figures 4 and 
7; page 11, line 28-page 12, line 20). As noted above, this may help to allow tibe portable device 
to readily record an image which is automatically changed in size or compressibility according to 
obtained service information, at high speed. 

Clearly, this feature is not taught or suggested by the cited references. Indeed, the 
Examiner attempts to rely on coL 5 at lines 42-52 to support his position. However, this passage 
simply refers to Figure 1 and states that the photo op transceiver 20 pushes setting parameter 
values 26 to the camera 22 to automatically configure the camera 22 for capturing a photo. 
Nowhere in this passage or anywhere else does Bemstein teach or suggest a portable device (e.g., 
a camera) including a recording device which records an i mage in the recording: medium based 
on service infonnarion w^ch include s information transmitted from a server to the 
communication device based on a u ser input to the communicatioD device. 

Indeed, the Examiner presumably attempting to equate the camera 22 in Bernstein with 
the portable device of the claimed invention, and the photo op site 1 8 with the communication 
device (e.g., mobile phone) of the claimed invention. However, Bernstein teaches only that a 
server 12 relays setting parameter values to a photo op site 1 8 having a transcd ver 20, and that 
the transceiver 20 transmits tihie setting parameter values to the camera 22 (Bernstein at col. 3, 
lines 23-37). 

That is. nowhere does Bernstein even teach or suggest a us^^ mpyt tp the photo pp site 18 . 
Thus, Bernstein certainly does not teach or suggest that camera 22 includes a recording device 
which recoixis an image in the recordin g medhan based on service information which ml^d^ 
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infonnation trangmi'tted from a server to the phot o op site 18 based on a user input to the photo 
OP site 18 . 

Therefore, Applicant submits that Bernstein does not teach or suggest each and every 
feature of toe claimed invention. Therefore* the Examiner is respectfiilly requested to withdraw 
this rqection. 

B. Ito, Brusewitz, Yoshida and Mattes 

The Examiner alleges that Bernstein would have been combined with Ito to form the 
invention of claims 3, 6 and 19, with Brusewitz to form the invention of claim 9, with Yoshida to 
form the invention of claims 10, 1 1 and 21, with Mattes to fbmi the invention of claims 12, 14- 
1 8 and 20, and with Mattes and Ito to foim the mvention of claim 13, Applicant submits 
however, that these alleged references would not have bcai combined and even if combined, the 
combination would not teach or suggest each and every feature of the claimed invention. 

Indeed, Applicant submits that these references are imrelated. and no person of ordinary 
skill in the art would have considered combining these disparate references, abs^p^ pppq^ydssible 
hindsight. 

In fact, Applicant submits that tfie references provide no motivation or suggfi^tign to urge 
the combination as alleged by the Examiner. Indeed, these references clearly do not teach or 
suggest their combination. Therefore, Applicant respectfully submits that one of ordinary skill in 
the art would not have been so motivated to combine the references as alleged by the Examiner. 
Therefore, the Examiner has failed to make a prima facie cgsc of obviousness. 

Moreover, neither Bernstein, nor Ito, nor Brusewitz, nor Yoshida, nor Mattes, nor any 
alleged combination thereof teaches or suggests a portable device (e.g., a camera) including a 
recording device which records an image in the reco r ding medium based on service jnfom^tion 
which includes information tra nsmit ted fr o m a server to a oom mwtiffattpn device hm^ auser 
fTipirt to the commmiication device, as recited, for example, in claim 1 (Application Figures 4 and 
7; page 1 1 , line 28-^page 12, line 20). As noted above, this may help to allow the portable device 
to readily record an image ^hich is automatically changed in size or compressibiUty according to 
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obtained service information^ at high speed. 

Clearly, this feature is not taught or suggested by Ito. Indeed, the Examiner attempts to 
rely on col 7, lines 52-61 and Figure 3 in Ito to support his position. However* Ito simply 
teaches a camera that may be used to transmit an image lecorded oo a memoiy card to be 
transmitted to a server via a communication circuit (Ito at Abstract; Figure 1 ; coJ. 6, lines 1-23). 
Ito teaches that a URL of the server is Iransmitted to an Internet s^ice provider allowing the 
camera to access the server Otto at col. 7, lines 60-61). 

That is, nowhere does Ito teach or suggest a poitable device (e.g., a camera) including a 
recording device which records an imafe in the Te cordina medium based on service infom*Bti<?ffi 
which includes information t n msTnitted from a server to a commtinloatiftn dgV)ge TO a 
iimut to the communication device. Therefore, Ito clearly does not make up for the deficiencies 
of the other cited references. 

Likewise, this feature is not taught or suggested by Bniscwitz. Indeed, the Examiner 
attempts to lely on col. 6, lines 17-41 in Brusewitz to support his position. However, Brusewitz 
siniply discloses an imagjng system which includes a camera 44, and a receiver device 58 having 
a decoder 62 and image storage 64 (Brusewitz at Figure 1; col. 4, lines 15-67). Nowhere does 
Brusewitc teach or suggest a portable device (e.g., a cam«a) including a recording device which 
yy:otds an itnape in the recording m e dium baaed oti service mformation which inplydes 
ififbrmation transmitted ftpin a server to a eomnnmication device based Oft ft Wgey iflPHt «he 
cft^mrnmication device. 

Theiefoie, Brusewitz clearly does not make up for the deficiencies of the other cited 

references. 

Likewise, this feature is not tau^t or suggested by Yoshida. Indeed, the Examiner 
attempts to rely on col. 7, lines 1-6 in Yoshida to support his position. However, Yoshida simply 
teaches a camera unit 3 that stores an object image in RAM 13, and storing an aspect ratio 
recognition signal for use in recognizing the aspect ratio as a code number together with the 
image signal (Yoshida at col. 7, lines 7-12). 

Nowhere does Yoshida teach or suggest a server, let alone a portable device (e.g., a 
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camera) including a recording device which records an i mage in the Tecordina mediim baaed on 
service information which includes inf '^yn^j^^ftp tmTismitted from a server to a COmmmCatiQg 
device based on a user input to the communication device . Therefore, Yoshida clearly does not 
make up for the deficiencies of the other cited references. 

Likewise, this feature is not taught or suggested by Mattes. Indeed, the Examiner 
attempts to rely on col. 8, lines 36-45 in Mattes to support his position. However, Mattes is 
directed to a method of allegedly archiving digital images simply, fest and in such a way that the 
information ttierefor may be easily tracked. Mattes nnthinp to do with a portable device 
which records- in a recofdi n p medium, an image to be traownitted to a g^er y^aA 
ft^t^ ^nnication device . Thu$, Mattes teach or suggest a portable device including a recoydinR 
device which records the image baaed on the inputted service information in the iww4mg 
medium. 

Nowhere does Mattes teach or suggest a portable device (e.g., a camera) including a 
recording device which records an ima «« in the recordine medium baaed on gervipe information 
y/hich includes information transmitted fro m a Bcrver to a communication devicg leased on ajm 
innut to the coytimiinication device. Therefore, Mattes clearly does not make up for the 
deOciencies of the other cited references. 

Therefore, Applicant submits that these alleged references would not have been combined 
and even if combined, the combination would not teach or suggest each and evejy feature of the 
claimed invention. Therefore, the Examiner is respectfully requested to withdraw this rejection. 

m, FORMAL MATTERS AND CONCLUSION 

hi vi ew of the foregoing. Applicant submits that claims 1-21, all the claims presently 
pending in the application, are patentably distinct over the prior art of record and are in condition 
for allowance. The Examiner is respectfully requested to pass the above jqjpUcatlon to issue at 

the earliest possible time. 

Should the Examiner find the appUcation to be other than in condition for allowance, the 
Examiner is requested to contact the undersigned at the local telephone number listed below to 
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discuss any other changes deemed necessaiy in a telenhonic ort)ersonal intenriew. 

The Commissioner is hereby authorized to charge any deficiency in fees or to credit any 
overpaymeot in fees to Attorney's Deposit Accownt No. 50-0481. 

jSa^p^tMly Submitted, 



Date: 



McGinn IP Law Group, PLLC 

8321 Old Courthouse Road, Suite 200 
Vienna, VA 22182-3817 
(703) 761-4100 
CnstomerNo. 2 J 254 




Phillip E. Miller, Esq. 
Registration No. 46,060 



CTSRTIFICA TR OF FACSI]Vin.y, TRAWSMISSIQN 

1 hereby certify that the foregoing was filed by facsimile with the United States Patent and 
Trademark Office. Examiner Benjamin O. Dulaney. Group Art Unit # 2625 at fiix number (571) 



273-8300 this -Z-Z^ davof Ayii/- , 2007. 




Phillip E. Miliar 
Reg. No. 46,060 
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